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DETAILED ACTION 

Election/Restrictions 

1. Applicant's arguments, see Election/Restriction, filed 08/1 5/201 1 , with respect to 
withdrawal of claim 6 as being directed to a non-elected species have been fully 
considered and are persuasive. The resthction of claim 6 has been withdrawn. Claim 6 
as well as claims 1 -1 2 will be examined in the following action. 

Response to Amendment 

With regard to the claim objection in the first action, examiner withdrawals the 
objection to claim 8. 

With regard to the claim rejection in the first action, examiner withdrawals the 
rejection of claim 8 under 35 USC 112 2nd. 

Examiner acknowledges claims 11 and 12 of applicant's amendments to the 
claims filed 08/15/201 1 as having support in the specification. 

An action on the merits of claims 1-12 of applicant's amendments filed 
08/15/2011 follows. 

Priority 

Applicant's arguments, see Priority, filed 08/15/201 1 , with respect to foreign 
priority to application JP-017924 have been fully considered and are persuasive. 
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Acknowledgment is made of applicant's claim for priority under 35 U.S.C. § 1 1 9 e 
with reference to Application Number: JP-017924 filed on 1/27/2004. 

Specification 

With regard to the specification objection of the term "relative humidity" in the first 
action, examiner withdrawals the objection. Applicant amendments to the specification 
traverse the objection. 

Claim Objections 

2. Claim 1 2 is objected to because of the following informalities: examiner suggests 
replacing "the absorbent cluster" with "the absorbent clusters." Appropriate correction is 
required. 
3. 

Ciaim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or deschbed in a phnted publication in this or a foreign country or in 
public use or on sale In this country, more than one year prior to the date of application for patent In 
the United States. 

2. Claims 1 -6, 9-1 2 are rejected under 35 U.S.C. 1 02(b) as being anticipated by 
Dean (US 4822453 A; hereinafter "Dean".) 

Regarding claim 1 , Dean discloses an absorbent article having extensibility as a 
whole (Col. 21 : 24-28, see abstract of incorporated reference US-3860003) and 
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comprising an extensible (col. 20: 59 - 62) absorbent member (Col. 21 : 24 - 27) having 
a number of small absorbent clusters dispersed therein in three dimensions (Col. 20: 25 
- 27.) Insofar as applicant discloses a small absorbent cluster containing a 
superabsorbent polymer and fibers, Dean discloses said cluster. Applicant admits that 
"tackiness of the superabsorbent polymer developed on wetting... whereby fibers stick 
to the superabsorbent polymer particles" results in small absorbent clusters [0022, 
0023.] Therefore, examiner considers the wetted superabsorbent polymer as sticking to 
fibers of the absorbent structure of Dean (Col. 20: 25 - 27; Col. 59 - 62) thus resulting in 
small absorbent clusters. 

Regarding claim 2, Dean discloses the absorbent article according to claim 1 as 
set forth above, wherein the absorbent member is stretchable (Col. 20: 59 - 62.) 

Regarding claim 3, Dean discloses the absorbent article according to claim 1 , 
wherein the absorbent member comprises a web containing crimped fibers, and the 
small absorbent clusters are dispersed in the web (col. 19: 45 - 50.) 

Regarding claim 4, Dean discloses the absorbent article according to claim 1 as 
set forth above. Insofar as applicant discloses small clusters each composed of a 
superabsorbent polymer particle and a number of fibers adhered to the particle, Dean 
discloses said cluster. Applicant admits that "tackiness of the superabsorbent polymer 
developed on wetting... whereby fibers stick to the superabsorbent polymer particles" 
results in small absorbent clusters [0022, 0023.] Therefore, examiner considers the 
wetted superabsorbent polymer as sticking to fibers of the absorbent structure of Dean 
(Col. 20: 25 - 27; Col. 59 - 62) thus resulting in small absorbent clusters. 
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Regarding claim 5, Dean discloses the absorbent article according to claim 4. 
Insofar as applicant discloses forming small absorbent clusters, Dean discloses the 
formation of small absorbent clusters, as set forth above. Product by process claims 
are not limited to the manipulations of the recited steps, only the structure implied by the 
steps. Even though product-by-process claims are limited by and defined by the 
process, determination of patentability is based on the product itself. The patentability of 
a product does not depend on its method of production. If the product in the product-by- 
process claim is the same as or obvious from a product of the prior art, the claim is 
unpatentable even though the prior product was made by a different process. Hence, 
applicant's claim to small clusters obtained by mixing particles of the superabsorbent 
polymer and the fibers with water, drying the mixture, and grinding the dried mixture to 
size does not patentably distinguish over the prior art. 

Regarding claim 6, Dean discloses an absorbent article having extensibility as a 
whole (Col. 21 : 24-28, see abstract of incorporated reference US-3860003) and 
comprising an extensible (col. 20: 59 - 62) absorbent member (Col. 21 : 24 - 27) having 
a number of small absorbent clusters dispersed therein in three dimensions (Col. 20: 25 
- 27.) Dean additionally discloses a helically crimped fiber (Col. 1 2: 67 - 68, Col. 13:1- 
5,) and other fiber (Col. 16:15 -20, Col. 16: 1 -5) in the absorbent member. Insofar as 
applicant discloses a small absorbent cluster containing a superabsorbent polymer and 
fibers, wherein the small clusters are each composed of a helically crimped fiber, a 
superabsorbent polymer particle, and other fiber, the polymer particle and the other fiber 
being taken into the helix of the helically crimped fiber Dean discloses said cluster. 
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Applicant admits tliat "tackiness of tine superabsorbent polymer developed on wetting... 
whereby fibers stick to the superabsorbent polymer particles" results in small absorbent 
clusters, "wherein fibers and the polymer particle are taken into the helix of the crimped 
fiber" [0022, 0023.] Therefore, examiner considers the wetted superabsorbent polymer 
as sticking to the helically crimped and other fibers of Dean (Col. 20: 25 - 27; Col. 59 - 
62) thus resulting in small absorbent clusters, wherein the small clusters are each 
composed of a helically crimped fiber, a superabsorbent polymer particle, and other 
fiber, the polymer particle and the other fiber being taken into the helix of the helically 
crimped fiber. As a last note. Dean discloses that the other fiber is taken into the helix 
of the helically crimped fiber (col. 1 6: 27 - 31 ,) through applicant's process of 
"mechanical entanglement [0022, 23.]" 

It is additionally noted that Dean describes a process of applicant's described 
"mechanical entanglement" [0022-0023] wherein Regarding claim 9, Dean discloses an 
absorbent article having extensibility (col. 20: 59 - 62; Col. 21 : 24 - 27) Dean discloses 
all of the structural limitations of the present claims, and the absorbent of Dean is 
therefore fully capable of not being less absorbent when 1 50% extended in its 
longitudinal direction than before being extended. 

Regarding claims 10 and 12, Dean discloses an absorbent article having 
extensibility as a whole (Col. 21 : 24-28, see abstract of incorporated reference US- 
3860003) comprising an stretchable (col. 20: 59 - 62) absorbent member (Col. 21 : 24 - 
27) comprising a web containing crimped fiber (Col. 20: 25 - 27; Col. 1 2: 67 - 68, Col. 
13: 1 -5), the web having a number of small absorbent clusters dispersed in the web in 
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three dimensions (Col. 20: 25 - 27), ttie absorbent cluster containing a superabsorbent 
polymer particle and fibers. Insofar as applicant discloses a small absorbent cluster 
containing a superabsorbent polymer and fibers. Dean discloses said cluster. Applicant 
admits that "tackiness of the superabsorbent polymer developed on wetting... whereby 
fibers stick to the superabsorbent polymer particles" results in small absorbent clusters 
[0022, 0023.] Therefore, examiner considers the wetted superabsorbent polymer as 
sticking to fibers of the absorbent structure of Dean (Col. 20: 25 - 27; Col. 59 - 62) thus 
resulting in small absorbent clusters. 

Regarding claim 1 1 , Dean discloses the absorbent article according to claim 1 as 
set forth above, wherein the small absorbent clusters comprises hydrophilic fiber that is 
taken into a helical coil of a helically crimped fiber (Col. 4: 30 - 45.) 

Claims 1 , 2, 4, 5, 7, 8, and 9 rejected under 35 U.S.C. 102(e) as being 
anticipated by TSUCHIYA (EP 1 142696 A1 , hereinafter "Tsuchiya.") 

Regarding claim 1 , Tsuchiya teaches an absorbent article (title) having 
extensibility as a whole [0002]. Examiner considers diapers absorbent articles 
inherently extensible as a whole. For example, waist bands or leg elastics are inherent 
to diapers. Tsuchiya teaches an absorbent member having a number of small 
absorbent clusters dispersed therein in three dimensions (Fig. 7e, 15), the small 
absorbent clusters containing a superabsorbent polymer and fibers [Fig. 7; [0018 - 
0020]]. The absorbent member of Tsuchiya teaches all of the structural limitations of 
claim 1 , and is therefore fully capable of being extensible. 
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Regarding claim 2, Tsuchiya discloses the absorbent article according to claim 1 . 
Tsuchiya discloses all of the structural limitations of claim 2, and is therefore fully 
capable of being stretchable. 

Regarding claim 4, Tsuchiya discloses the absorbent article according to claim 1 , 
wherein the small clusters are each composed of a superabsorbent polymer particle 
and a number of fibers adhered to the particle [0018-20.] 

Regarding claim 5, Tsuchiya discloses the absorbent article according to claim 1 
as set forth above. Product by process claims are not limited to the manipulations of 
the recited steps, only the structure implied by the steps. Even though product-by- 
process claims are limited by and defined by the process, determination of patentability 
is based on the product itself. The patentability of a product does not depend on its 
method of production. If the product in the product-by-process claim is the same as or 
obvious from a product of the prior art, the claim is unpatentable even though the prior 
product was made by a different process. Hence, applicant's claim to the small clusters 
are obtained by mixing particles of the superabsorbent polymer and the fibers with 
water, drying the mixture, and grinding the dried mixture to size does not patentably 
distinguish over the prior art. 

Regarding claim 7, Tsuchiya teaches an absorbent article according to claim 1 , 
wherein the small clusters have an average size of 0.2 to 5 mm [0020.] 

Regarding claim 8, Tsuchiya teaches a water-absorbent composite comprising 
polymer particles Immobilized on a fibrous substrate [0018], having a number of small 
absorbent clusters dispersed therein in three dimensions (Fig. 7e, 15), not shown to be 
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materially different from applicant's disclosed absorbent core. Because the absorbent 
article of Tsuchiya is not materially different from the absorbent article of the applicant, 
Tsuchiya encompasses an absorbent article according to claim 1 as set forth above, 
wherein the extensibility of the absorbent article is such that, when the absorbent 
article is 150% extended in its longitudinal direction, maintained in the extended state 
for 2 hours at 40.degree. C. and 80% RH, and released from the extended state, the 
lengths of the absorbent article measured after 20 seconds and after 5 minutes from 
the release are from 100% to 130%, respectively, of the initial length. 

Regarding claim 9, Tsuchiya teaches a water-absorbent composite comprising 
polymer particles immobilized on a fibrous substrate [0018], having a number of small 
absorbent clusters dispersed therein in three dimensions (Fig. 7e, 15), not shown to be 
materially different from applicant's disclosed absorbent core. Because the absorbent 
article of Tsuchiya is not materially different from the absorbent article of the applicant, 
Tsuchiya encompasses an absorbent article having extensibility as set forth above and 
designed not to be less absorbent when 150% extended in its longitudinal direction 
than before being extended. 

Claim Rejections - 35 USC § 102/103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary sl^ill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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4. Claims 8 is rejected under 35 U.S.C. 102(b) as anticipated by or, in tine 
alternative, under 35 U.S.C. 103(a) as obvious over Dean. 

Regarding claim 8, when the structure recited in the reference is substantially 
identical to that of the claims of the instant invention, claimed properties or functions are 
presumed to be inherent. Therefore, Dean discloses the absorbent article according to 
claim 1 , wherein the extensibility of the absorbent article is such that, when the 
absorbent article is 150% extended in its longitudinal direction, maintained in the 
extended state for 2 hours at 40.degree. C. and 80% relative humidity, and released 
from the extended state, the lengths of the absorbent article measured after 20 seconds 
and after 5 minutes from the release are from 1 30% to 1 50% and from 1 00% to 1 30%, 
respectively, of the initial length. Dean additionally discloses A primafacie case of 
either anticipation or obviousness has been established when the reference discloses 
all the limitations of a claim except for a property or function and the examiner cannot 
determine whether or not the reference inherently possesses properties which 
anticipate or render obvious the claimed invention, a rejection based alternatively on 
either section 102 or 103 of the statute is fair and acceptable. Once the examiner 
provides a rationale tending to show that the claimed article appears to be the same of 
similar to that of the prior art, the burden shifts to applicant to come forward with 
evidence establishing an unobvious difference between the prior art and the claimed 
product. In the present case, the reference has met the structural requirements of the 
claims. 
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Response to Arguments 

5. Applicant's arguments witli respect to claims 1 -5, 7, and 1 0 rejected in view of 
Baker have been considered but are moot in view of the new ground(s) of rejection. 

6. Applicant's arguments filed 08/1 5/201 1 have been fully considered but they are 
not persuasive. Applicant claims Tsuchiya fails to disclose the claimed small absorbent 
cluster. However, as set forth in the rejection above, Tsuchiya discloses the claimed 
small absorbent cluster [0018 - 0020]. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to BRADLEY PHILIPS whose telephone number is 
(571)270-5180. The examiner can normally be reached on Monday - Friday, 
approximately 8AM - 5PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, LoAn Thanh can be reached on (571)272-4966. The fax phone number for 
the organization where this application or proceeding is assigned is 571 -273-8300. 
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Information regarding ttie status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/BRADLEY H PHILIPS/ 
Examiner, Art Unit 3764 

/LoAn H. Thanh/ 

Supervisory Patent Examiner, Art Unit 3764 



